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1 . This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S. C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

2. Claims 1-10 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

In claim 1, the "same-dye reference array" and the "stable-dye reference arrays" are 
indefinite and unclear for several reasons. Firstly, it is not clear how these arrays are different 
from one another. Do these arrays contain different chemical dyes from one another or different 
concentrations of the same dye? Secondly, it is also not clear what the "same-dye" is the same 
as. Thirdly, it is not clear how the stable dye is "stable" since the conditions of stability have not 
been defined. In other words, it is not clear what the stable dye is stable relative to. The same 
dye? The descriptions given for the same-dye reference array and stable-dye reference array on 
page 14 of the specification do not serve to properly define these arrays in the claims since these 
descriptions state that the stable dye reference array has more stable fluorescence-emission 
characteristics over repeated scans than the same-dye reference array. However, since the 
original, baseline stability level of the same dye has not been defined, it is unclear what defines 
being "more stable" than the baseline same dye. In other words, since it is unclear how long the 
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same dye maintains the same fluorescence-emission characteristics over repeated scans, it is not 
clear how long the stable dye maintains the same fluorescence-emission characteristics over 
repeated scans above and beyond that provided by the same dye. See these same problems 
throughout claims 1-10, especially independent claim 6. Claim 1 is also indefinite since it is not 
clear how the first molecular array scanner is calibrated with the second, reference molecular 
array scanner using a same-dye reference array. It is not clear whether both the second, 
reference molecular array scanner and the first molecular array scanner scan the same-dye 
reference array in this step or whether only one of these scanners scans the same-dye reference 
array. How is one scanner calibrated to the other? See this same problem in claim 6. 

On lines 10-11 of claim 2, the phrase "as if it were scanned in the reference scanner for 
the first time" is indefinite since it is not clear what this phrase is referring to. Does "it" refer to 
the same-dye reference array? In addition, it is not clear why the first molecular array scanner is 
adjusted to produce the expected intensity as if the same dye reference array were scanned in the 
reference scanner for the first time when the second step of claim 2 recites that the expected 
intensity is for when the same dye reference array is scanned by the reference scanner in a 
subsequent scan to the first scan, not for the actual first scan. See these same problems in claim 
7. 

Claim 3 is indefinite since it is not understood how the function of signal intensity 
decrease per scan of the same dye reference array is used to calculate the expected intensity 
when the last step of claim 3 does not recite the use of this function in determining the expected 
intensity. See this same problem in claim 8. 
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Claims 7-9 are indefinite since these claims do not further limit the structural features of 
the apparatus as recited in independent claim 6. Rather, claims 7-9 recite method limitations. 

Claim 10 is indefinite since on line 2, it recites "by the system of claim 1". However, 
claim 1 does not recite a system, but rather a method. Claim 10 should depend from claim 6. 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

4. Claims 5 and 10 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

Claims 5 and 10, as currently written, are drawn to signal intensity data, which is merely 
a compilation or arrangement of data, which is deemed to be non-functional descriptive material 
and non-statutory subject matter. See MPEP 2106, (IV)(B)(1). 

5. Claims 1 and 6 would be allowable if rewritten or amended to overcome the rejection(s) 
under 35 U.S.C. 1 12, 2nd paragraph, set forth in this Office action since none of the prior art of 
record teaches or fairly suggests a method and apparatus for calibrating a first molecular array 
scanner with a second, reference molecular array scanner that comprises the steps of initially 
calibrating the first molecular array scanner with the second, reference molecular array scanner 
by using an array that contains thereon a first dye, wherein the first dye is the same as a dye used 
to label probe molecules in actual molecular array experiments, and maintaining the initial 
calibration of the first molecular array scanner by scanning with the first molecular array scanner 
one or more arrays containing thereon a second dye, wherein the second dye is different 
chemically from the first dye and has more consistent fluorescence-emission characteristics over 
repeated scans than the first dye. 
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6. Claims 2-4 and 7-9 would be allowable if rewritten to overcome the rejection(s) under 35 
U.S.C. 112, 2nd paragraph, set forth in this Office action and to include all of the limitations of 
the base claim and any intervening claims for the same reasons as given above. 

7. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Please make note of: Corson, Schermer et al (WO 01/06238), Wolber et al (US 
2003/0065449 and EP 1,186,673), Holcomb et al, Staton et al and Noblett who all teach of 
different methods for calibrating molecular array scanners. 
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8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Maureen M. Wallenhorst whose telephone number is 571-272- 
1266. The examiner can normally be reached on Monday- Wednesday from 6:30 AM to 4:00 
PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill Warden, can be reached on 571-272-1267. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Maureen M. Wallenhorst 
Primary Examiner 
Art Unit 1743 

mmw 

September 28, 2004 

MAUREEN M. WALLENHORST 
PRIMARY EXAMINER 
GROUP HMnoo 



